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BRIEF ON APPEAL 

Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Further to Appellant's Notice of Appeal filed April 21, 2005 in connection with the above- 
identified application, Appellant submits the present Brief on Appeal. 



REAL PARTY IN INTEREST 



Appellant has assigned this application to Uni-Charm Corporation in an assignment which 
was executed by the inventor on November 11, 2001, and recorded in the United States Patent and 
Trademark Office on February 8, 2002 at Reel No. 012586 and Frame No. 0478. 
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RELATED APPEALS AND INTERFERENCES 

There are no related cases involved in any appeal procedures or Interferences. 

STATUS OF CLAIMS 

Claims 1-19 are pending in this application. Claims 1-17 stand under Final Rejection, from 
which rejection of claims 1-17 this appeal is taken. Claims 18 and 19 stand objected to as being 
dependent upon a rejected base claim. There are no other claims pending in this application. 

STATUS OF AMENDMENTS 

No Amendments after Final were filed in this application. 

SUMMARY OF CLAIMED SUBJECT MATTER 

The present invention is directed to a composite sheet 1 which, as discussed in the first full 
paragraph on page 5 of Appellant's specification, comprises a thermoplastic synthetic resin film 2 
and a thermoplastic synthetic resin fibrous sheet 3. 
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As discussed in the second full paragraph on page 9 of Appellant's specification, the film 2 
can be formed with any one of urethane-based thermoplastic elastomer resin and amide-based 
thermoplastic elastomer resin. 

As disclosed in the first full paragraph on page 7 of Appellant's specification, the fibrous 
sheet 3 can be made of an elastically stretchable nonwoven fabric 3 a obtained by melt spinning 
thermoplastic elastomer resin. 

As discussed in paragraph bridging pages 6 and 7 of Appellant's specification, the film 2 is 
formed on its bottom surface with a plurality of bulgy zones 2a and substantially flat zones 2b each 
defined between each pair of the adjacent bulgy zones 2a. The bulgy zones 2a extend in parallel to 
one another. 

As discussed in the second full paragraph on page 8 of Appellant's specification, each of the 
bulgy zones 2a has a width LI of 0.2 - 2.0 mm and the maximum thickness L2 of 40 to about 1 50 \im. 

As discussed in the paragraph bridging pages 7 and 8 of Appellant's specification, film 2 is 
welded along the bulgy zones 2 a to fibrous sheet 3. 

As discussed in the paragraph bridging pages 7 and 8 of Appellant's specification, the 
composite sheet 1 has a moisture-permeability of 3000 g/m 2 -24 Hr or higher and a water-resistance 
of 49 hpa or higher. The moisture-permeability was measured in accordance with prescription of 
The Japanese Industrial Standards (hereinafter referred to as "US") L 1099A-2 method and the water- 
resistance was measured in accordance with prescription of JIS L 1092 A method. The composite 
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sheet 1 presents a high moisture-permeability and simultaneously presents a high liquid- 
impermeability. 

As shown in Fig. 2, the bulgy zones 2a are non-hollow and have a cross sectional shape than 
comprises a flat portion and a curved portion that extends outward from the flat portion. 

Figure 5 depicts an embodiment in which two fibrous sheets are provided on opposite sides 
of a single film 2 and the bulgy zones have solid cross sectional shapes that comprise opposed 
curved portions. 

GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Claims 12, 14 and 16 stand rejected under 36 U.S.C. §112, first paragraph. 

Claims 1, 2, 4, 9 and 10, 11, 13 and 15 stand rejected under 35 U.S.C. §102(b) as being 
anticipated by McCormack et al. 

Claims 1-10 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over McCormack 
et al. in view of Thornton et al. in view of Reed et al. 

ARGUMENT 

Claims 12, 14 and 16 stand rejected under 36 U.S.C. §1 12, first paragraph. 
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Under this rejection the examiner has taken the position that the "[t]he specification as 
originally filed does not provide support for the limitation that the cross-section of the bulgy areas is 
non-hollow." 

A copy of Fig. 2 which was originally stated to be a sectional view of Fig. 1 taken along 
section lines A-A is presented as follows: 




3a 

The examiner will note that bulgy zones 2a are depicted as being solid or non-hollow. 
Also an enlarged portion of Fig. 1 is presented as follows: 




The examiner will note that the bulgy zones are depicted as being solid or non-hollow 
throughout the composite sheet. 

Further, a copy of Fig. 5 which was originally stated to be a sectional view of Fig. 4 taken 
along section lines B-B is presented as follows: 
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FI6.5 




Again, the examiner will note that the bulgy zones are depicted as being solid or non-hollow 
throughout the composite sheet. 

It is accordingly submitted that the original specification (which includes the originally filed 
drawings) supports the recitation in claims 1 2, 1 4 and 1 6 that the "plurality of bulgy structural zones 
are non-hollow." 

It is noted that 35 U.S.C. §112, first paragraph requires that: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the same, and shall set forth the best 
mode contemplated by the inventor of carrying out his invention. 

It is submitted that Appellant's specification includes a written description that would enable 
one skilled in the art to make the bulgy zones non-hollow or solid. 

Therefore the limitations of claims 12, 14 and 16 are believed to satisfy the requirements of 
35 U.S.C. §112, first paragraph. 
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Appellant respectfully urges that claims 1-19 patentably distinguish from the applied 
reference combination as the claimed subject matter is neither anticipated as required under 35 
U.S.C. §102(b) nor would have been obvious within the meaning of 35 U.S.C. §103(a). 

The examiner has relied upon McCormack et al. as disclosing: 

. . .a laminate of two or more layers. One of the layers may be elastic. One of the 
layers may comprise a thermoplastic film and one may comprise a nonwoven fabric. 
The thermoplastic file may be breathable. See col. 4, line 53 - col. 5, line 65. The 
two layers are bonded together so that a plurality of bulges form continuously across 
the surface of the laminate. The bonds may be lines which extend in parallel across 
the laminate. See figure 1 and also col. 7, lines 1-3. 



Appellant had previously argued that the examiner did not indicate the structure of 
McCormack et al. which reads on Appellant's claimed "substantially flat zones defined between 
adjacent ones of the bulgy structural zones." 

In response to Appellant's arguments in the paragraph bridging pages 2 and 3 of the Official 

Action of December 22, 2004 (the Final Rejection) the examiner stated: 

Applicant argues that the portion of the structure of McCormack which corresponds 
to the substantially flat zones were not pointed out in the previous action. However, 
the areas which form the bonds correspond to the substantially flat zones . The 
bonding can be in the form of lines which extend in parallel across the laminate, see 
fig. 1 and col. 7, lines 1-3. Further, with regard to McCormack, either of the two 
layers 12, 14 in fig. 1 can be film or nonwoven. Therefore, the layer 12 can be a 
nonwoven and layer 14 can be the nonwoven layer. Therefore, the areas where the 
two or more layers are bonded correspond to the claimed substantially flat zones . 
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The examiner's interpretation that the areas which form the bonds [in McCormack et al.] 
correspond to the substantially flat zones is inconsistent with the recited structure in Appellant's 
independent claims. 

Accordingly, by the examiner's own interpretation McCormack et al. fails to render 
Appellant's claimed invention obvious. 

Each of Appellant's independent claims 1, 9 and 10 requires, in part: 

1) "substantially flat zones extending continuously between adjacent ones of the bulgy 
structural zones;" and 

2) "said thermoplastic synthetic resin film being welded along said bulgy structural zones to 
said thermoplastic synthetic resin fibrous sheet." 

These limitations are consistent with Appellant's Fig. 2: 




FWT ZONES 



WELD AREAS 



And Appellant's Fig. 5: 
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FLAT ZONES 




WELD AREAS 



BULGY ZONES 



If one attempted to apply the examiner's interpretation of McCormack et al. using 
Appellant's claim language the following would result: 



Since the examiner has interpreted that the areas which form the bonds [in McCormack et al] 
correspond to the substantially flat zones , they necessarily correspond to Appellant's weld zones 
(since these are the only points of contact between the two layers). 

However, Appellant's independent claims 1, 9 and 10 each requires, in part: 
1) "substantially flat zones extending continuously between adjacent ones of the bulgy 
structural zones;" and 




BULGY ZONES 



FLAT ZONES 
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2) "said thermoplastic synthetic resin film being welded along said bulgy structural zones to 
said thermoplastic synthetic resin fibrous sheet." 

If, according to Appellant's claim limitations, the flat zones are between adjacent bulgy zones 
and the layers are welded at (or along) the bulgy zones, then the flat zones cannot correspond to the 
weld zone (the outcome of the examiner's interpretation of McCormack et al.) or else they would 
correspond to the bulgy zones and therefore not be "between adjacent ones of the bulgy structural 
zones" as required by Appellant's independent claim 1. 

It therefore follows that the examiner's interpretation of McCormack et al. is inconsistent 
with the recited structure in Appellant's independent claim 1 . 

McCormack et al. according to the examiner's interpretation, fails to meet the limitations of 
Appellant's independent claims and therefore does not anticipate Appellant's claimed invention. 

The examiner has relied upon Thornton et al as teaching a polyurethane film having a specific 
WVTR. 

This further reliance upon Thornton et al. does not address or overcome the structural 
differences and distinctions between Appellant's claimed invention and McCormack et al. 

Accordingly, the combination of McCormack et al. and Thornton et al. does not render 
Appellant's claimed invention obvious under 35 U.S.C. §103. 

The examiner has cited Reed et al. on page 3 of the Official Action as being relied upon in 
combination with McCormack et al. and Thornton et al. 
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However, the examiner has not set forth any specific reliance upon Reed et al. nor any 
proposed modification of McCormack et al. based upon the teachings of Reed et al. 

CONCLUSION 

For the reasons advanced above, Appellant submits that claims 12, 14 and 16 satisfy the 
requirements of 35 U.S.C. §112, first paragraph. 

For the reasons advanced above, Appellant respectfully contends that the rejection of claims 
1, 2, 4, 9 and 10, 11, 13 and 15 stand rejected under 35 U.S.C. §102(b) as being anticipated by 
McCormack et al. is improper because the examiner has not met the burden of establishing that 
McCormack et al. anticipates Appellant's claimed invention. 

Further, for the reasons advanced above, Appellant respectfully contends that the rejection of 
claims 1-10 stand rejected under 35 U.S.C. § 1 03(a) as being unpatentable over McCormack et al. in 
view of Thornton et al. in view of Reed et al. is improper because the examiner has not met the 
burden of establishing a prima facie case of obviousness. 

Reversal of the rejection on appeal is respectfully requested. 

To the extent necessary, a petition for an extension of time under 37 CFR § 1 . 1 36 is hereby 
made. Please charge the fees due in connection with the filing of this paper, including extension of 
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time fees, to Deposit Account No. 1 2-2 1 36 and please credit any excess fees to such deposit account. 



Respectfully submitted, 




Suite 300 

Ann Arbor, Michigan 48104 
(734) 995-3110 



130573.1 
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CLAIMS APPENDIX 

Claim 1 (Previously presented): A composite sheet comprising: 

a substantially non-porous and moisture-pervious thermoplastic synthetic resin film having an 
upper and a lower surface; 

a thermoplastic synthetic resin fibrous sheet bonded to at least one of the upper and lower 
surfaces of said thermoplastic synthetic resin film; 

a plurality of bulgy structural zones formed on a surface of the thermoplastic synthetic resin 
film that is opposed to said thermoplastic synthetic resin fibrous sheet, the plurality of bulgy 
structural zones extending continuously in one direction in parallel and substantially uniformly 
spaced apart from one another; and 

said thermoplastic synthetic resin film having substantially flat zones extending continuously 
between adjacent ones of the bulgy structural zones, 

said thermoplastic synthetic resin film being welded along said bulgy structural zones to said 
thermoplastic synthetic resin fibrous sheet. 

Claim 2 (Previously presented): The composite sheet according to Claim 1, wherein said 
thermoplastic synthetic resin film comprises a thermoplastic elastomer resin. 

Claim 3 (Previously presented): The composite sheet according to Claim 2, wherein said 
thermoplastic elastomer resin is a member selected from the group consisting of urethane-based, 
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ester-based and amide-based thermoplastic elastomer resins and said thermoplastic synthetic resin 
film is substantially non-porous and moisture-pervious. 

Claim 4 (Previously presented): The composite sheet according to Claim 1, wherein said 
thermoplastic synthetic resin fibrous sheet comprises a fibrous nonwoven fabric made of 
thermoplastic synthetic resin fibers. 

Claim 5 (Previously presented): The composite sheet according to Claim 4, wherein said fibrous 
nonwoven fabric comprises an elastically stretchable nonwoven fabric obtained by melt-spinning 
thermoplastic elastomer resin and said thermoplastic synthetic resin film is bonded along the bulgy 
structural zones to said elastically stretchable nonwoven fabric in an untensioned state. 

Claim 6 (Previously presented): The composite sheet according to Claim 1 1, wherein each of said 
bulgy structural zones has a width of from about 0.2 to about 2.0 mm and a maximum thickness of 
from about 40 to about 1 50 (im and each of said flat zones has a thickness of from about 5 to about 
100 urn. 

Claim 7 (Previously presented): The composite sheet according to Claim 1 , wherein said composite 
sheet has a water-resistance of 49 hpa or higher as measured in accordance with JIS 1092A. 
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Claim 8 (Previously presented): The composite sheet according to Claim 1 , wherein said composite 
sheet has a moisture-permeability of 3000 g/m 2 -24 Hr or higher as measured in accordance with JIS 
L 1099A. 

Claim 9 (Previously presented): A composite sheet comprising: 
a thermoplastic synthetic resin fibrous sheet; 

a thermoplastic synthetic resin film bonded to the thermoplastic synthetic resin fibrous sheets 
to form a composite sheet having a substantially flat exposed surface defined by the thermoplastic 
synthetic resin film; 

a plurality of bulgy structural zones formed on a surface of the thermoplastic synthetic resin 
film that is opposed to said thermoplastic synthetic resin fibrous sheet, the plurality of bulgy 
structural zones extending continuously in one direction in parallel and spaced substantially 
uniformly apart from one another; and 

said thermoplastic synthetic resin film having substantially flat zones extending continuously 
between adjacent ones of the bulgy structural zones, 

said thermoplastic synthetic resin film being welded along said bulgy structural zones to said 
thermoplastic synthetic resin fibrous sheet. 

Claim 10 (Previously presented): A composite sheet comprising: 

an imperforated thermoplastic synthetic resin film having an upper and a lower surface; 
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a thermoplastic synthetic resin fibrous sheet bonded to at least one of the upper and lower 
surfaces of said thermoplastic synthetic resin film; 

a plurality of bulgy structural zones formed on a surface of the thermoplastic synthetic resin 
film that is opposed to said thermoplastic synthetic resin fibrous sheet, the plurality of bulgy 
structural zones extending continuously in one direction in parallel and spaced substantially 
uniformly apart from one another; and 

said thermoplastic synthetic resin film having substantially flat zones extending continuously 
between adjacent ones of the bulgy structural zones, 

said thermoplastic synthetic resin film being welded along said bulgy structural zones to said 
thermoplastic synthetic resin fibrous sheet. 

Claim 1 1 (Previously presented): The composite sheet according to Claim 1 , wherein said plurality 
of bulgy structural zones have a cross sectional shape that comprises a flat portion and a curved 
portion that extends outward from the flat portion. 

Claim 12 (Previously presented): The composite sheet according to Claim 1 1, wherein said plurality 
of bulgy structural zones are non-hollow. 
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Claim 1 3 (Previously presented): The composite sheet according to Claim 9, wherein said plurality 
of bulgy structural zones have a cross sectional shape that comprises a flat portion and a curved 
portion that extends outward from the flat portion. 

Claim 14 (Previously presented): The composite sheet according to Claim 13, wherein said plurality 
of bulgy structural zones are non-hollow. 

Claim 1 5 (Previously presented): The composite sheet according to Claim 1 0, wherein said plurality 
of bulgy structural zones have a cross sectional shape that comprises a flat portion and a curved 
portion that extends outward from the flat portion. 

Claim 1 6 (Previously presented) : The composite sheet according to Claim 1 5 , wherein said plurality 
of bulgy structural zones are non-hollow. 

Claim 17 (Previously presented): The composite sheet according to Claim 1, wherein said plurality 
of bulgy structural zones have solid cross sectional shapes that comprise opposed curved portions 
that extend outward from one another. 
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Claim 1 8 (Previously presented): The composite sheet according to Claim 9, wherein said plurality 
of bulgy structural zones have solid cross sectional shapes that comprise opposed curved portions 
that extend outward from one another. 

Claim 1 9 (Previously presented): The composite sheet according to Claim 1 0, wherein said plurality 
of bulgy structural zones have solid cross sectional shapes that comprise opposed curved portions 
that extend outward from one another. 
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